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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s final rejection of clains 3 through 5, 8 and 9,
which are the only clainms remaining in this application.
According to appellants, the invention is directed to a
refrigerant conposition conprising a fluorocarbon cool ant and

a lubricant conpound which is a specified pol yoxyal kyl ene
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gl ycol nononethylether (Brief, page 2). daim3is
illustrative of the subject matter on appeal and a copy of
this claimis attached as an Appendi x to this deci sion.

The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:
Sasaki et al. (Sasaki) 4,948, 525 Aug. 14,
1990

Clainms 3-5, 8 and 9 stand rejected under 35 U.S.C. § 103
as unpatent abl e over Sasaki (Answer, page 3). W reverse the
exam ner’s rejection for reasons which foll ow

OPI NI ON

The exam ner finds that Sasaki discloses a |ubricating
oil conposition for a refrigerator using 1,1, 1, 2-
tetrafl uoroet hane cool ant where the base oil is a
pol yoxyal kyl ene glycol with the formula R-(OR),OH (Answer,
page 3). The exami ner further finds that Sasaki does not
specifically teach two limtations fromclaim3 on appeal,
nanmely, that R is nethyl and that an ethyl ene oxide group is
al ways next to the hydroxyl [hydrogen] termnal (1d.). The

exan ner concludes that it would have been obvi ous to one of
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ordinary skill in the art to choose R, as nethyl since Sasaki
teaches this selection at colum 3, line 50 (1d.). The

exam ner al so concludes that it woul d have been obvious to one
of ordinary skill in the art that the ethyl ene oxide group
“may be next to the hydroxyl [hydrogen] group” because Sasak
teaches that the 2-4 carbon al kyl ene group is either random or
bl ock copol yneri zed (Answer, sentence bridgi ng pages 3-4).

Appel  ants argue that the cl ai ned conpositions are not
sufficiently simlar to those specifically disclosed by Sasak
to render the clainmed subject matter prima facie obvious
(Brief, page 10).

Sasaki discloses base oils for refrigerator oi
conpositions where R, of the specified pol yoxyal kyl ene gl yco
nmonoet hers fornmula may be an al kyl group having 1-18 carbon
atons (colum 3, lines 40-48). Sasaki specifically lists
ei ghteen al kyl groups included in R (including nethyl), with
ei ght groups listed as preferred (also including nethyl, see
colum 3, lines 50-55).! O the eight values listed for R,

Sasaki teaches that four values are preferred (including

'!As discussed infra, Sasaki al so discloses a nononet hyl
et her base oil in Exanple 15, Table 1, colums 9-10.
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et hyl ene and propyl ene, see colum 3, line 56-colum 4, |line
15). Sasaki al so teaches that the -OR,- group may be derived
froma random or bl ock copol yner prepared from oxyal kyl ene
groups having different nunbers of carbon atons and that a
ratio “™ (nunber of -OR,- groups where R, is an ethyl ene
group/ min the nolecule) be in the range of 0 to 0.8 (col umm
4, lines 15-24).

The exam ner has found that Sasaki does not “specifically
teach ... that an ethylene oxide group is always next to the
hydroxyl term nal.” (Answer, page 3). The conposition recited
in claim3 on appeal requires that “the end group at the
hydrogen term nal is an oxyethyl ene group” (see claim3 on
appeal ). The exam ner has not provided any factual support
for the conclusion that “[i]t would have been obvious ... to
choose the ethylene oxide be [sic] next to the hydroxyl
[ hydrogen] terminal as the reference teaches that the 2-4
carbon atom al kyl ene group is either random or bl ock
copol ynmeri zed and thus the ethyl ene oxide group may be next to
t he hydroxyl group.” (Answer, sentence bridging pages 3-4,
enphasi s added). The exam ner has not provided evi dence or
convi nci ng reasons why the random or bl ock copol yneri zati on of
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t he al kyl ene oxi de group woul d have rendered the cl ai med
[imtation obvious to one of ordinary skill in the art. |If
the examner is relying on a theory of “inherency,” the

exam ner must provide basis in fact and/ or technical reasoning
to reasonably support the determnation that the allegedly

i nherent characteristic necessarily flows fromthe teachings
of the prior art. “The nere fact that a certain thing may
result froma given set of circunmstances is not sufficient.”
In re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA
1981). See also In re Robertson, 169 F.3d 743, 745, 49 USPQd
1949, 1950-51 (Fed. Cir. 1999).

Appel | ants have al so presented evidence to show that the
cl ai med subject nmatter possesses unexpectedly inproved
properties (Brief, pages 11-18, discussing the Declarations
under 37 CFR
§ 1.132 filed by Tatsum , executed on Oct. 8, 1993, and filed
by Nam ki et al. (Nam ki), executed on Qct. 26, 1994).
Contrary to the exam ner’s assertion on page 6 of the Answer,
the Nam ki Decl arati on conpares the closest prior art (see

Exanpl e 15 of Sasaki, the only exanple with a nononet hyl
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ether, corresponding to Sanple 10 of the Nam ki Declaration).
The exam ner states that the Nam ki Decl arati on does not
conpare the effect that the ethyl ene oxide group being next to
t he hydrogen term nal has on the physical properties of the

| ubricant (Answer, pages 5-6). However, as discussed above,

t he exam ner has not established that this claimed limtation
IS suggested by the applied prior art.

The exam ner has also stated that the Tatsum Declaration
is not coomensurate in scope with the clainmed subject matter
(Answer, page 5). However, the exam ner has not addressed the
sufficiency of the conbined show ng of representative exanpl es
presented in both the Tatsumi and Nam ki Decl arati ons.

We determ ne, based on the totality of the record,
considering the argunments and evi dence presented by appellants
and the exam ner, that the preponderance of evidence weighs in
favor of unobvi ousness of the clained subject matter. See In
re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992); In re Merchant, 575 F.2d 865, 868, 197 USPQ 785,

787 (CCPA 1978). Accordingly, the rejection of the clains on

appeal under 35 U.S.C. 8 103 is reversed.



Appeal No. 1997-0042
Application No. 07/992, 177

The decision of the exam ner i s reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge
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APPENDI X

Claim 3. A refrigerant conposition conprising a
fluori nated hydrocarbon cool ant and at | east one | ubricant
conpound of the fornua:

CH,X(AQ)  CH,CH,0) ,H

wher ei n

AOis individually selected fromthe group consisting of
oxyet hyl ene and oxypropyl ene,

mis a positive nunber in the range of 1 through 50
i nclusive, provided that when mis 1, AOis oxypropyl ene and
when mis greater than 1, (AOmis a polyneric difunctional
groupi ng sel ected from anong nenbers of the class consisting
of (a) polyneric groupings of oxypropyl ene groups and
(b) pol yneric groupi ngs each consisting of both at |east one
oxyet hyl ene group and at | east one oxypropyl ene group,

nis a positive nunber in the range of 1 through 10
i ncl usive,

the end group at the hydrogen termnal is an oxyethyl ene
group, and

the total content of oxyethylene groups is in the range
of 5 through 60 wei ght percent based on total conpound wei ght,

the weight ratio of said coolant to said | ubricant
conmpound ranging from1:99 to 99:1
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